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DECI SI ON ON APPEAL
This is a decision on appeal fromthe rejection of clains

1 through 4, 8, 9 and 13 through 17. dains 5 through 7 and

! Application for patent filed January 4, 1994.
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10 through 12 are objected to, for depending upon a rejected
base cl aim

Appel lant’s invention relates to an object space manager
circuit in a conmputer that provides control over |ive object
menories that are being used by the CPU in the performance of
an application program Mre specifically, Appellant, on page
4 of the specification, discloses that an encodi ng neans
generates | ocator codes for each word of an object and a
| ocating neans identifies the cell containing the header of an
object. Appellant on pages 7 through 9, further adds that the
codi ng neans uses a hierarchial coding schene that stores in a
code nenory three | evels of codes for each object word stored
in the nmenory. Thus, the header address of an object is
determ ned fromthe address of any word in the object. The
requi renents of each coding level is further outlined to be
related to the particular nunber of nost significant bits of
the word address within an object which ultimtely determ nes
t he obj ect header address.

Representati ve i ndependent claim1l is reproduced as
fol | ows:

1. An object space manager circuit conprising:
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a code nenory for storing a plurality of code words for a
plurality of encoding |evels, the addresses of the code words
for each encoding | evel being denoted by an ordered sequence
of integers beginning with 0, a O being stored initially at
each nenory address;

a nmeans for entering sinultaneously into the code nenory
at a plurality of addresses a code word for each of a
plurality of encoding |evels, the addresses for each |evel
bei ng those included within a specified beginning address and
a specified ending address, the code words, the encoding
| evel s, the begi nning addresses, and the endi ng addresses
bei ng supplied through an input port.

The Exam ner relies on the follow ng reference:

McEntee et al. (MEntee) 4,797, 810 Jan.
10, 1989

Clainms 13 through 17 stand rejected under 35 U S.C. 8§
112, second paragraph, as being single neans clainms having
“undue breadth.” dCdainms 1 through 4, 8 and 9 stand rejected
under 35 U. S.C. § 103 over MEntee.

Rat her than repeat the argunents of Appellant and the
Exam ner, we nmake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

After careful review of the evidence before us, we do not

agree with the Exam ner that clains 13 through 17 are properly
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rejected under 35 U S.C. § 112 and that clains 1 through 4, 8
and 9 are properly rejected under 35 U. S.C. § 103.

Accordi ngly, we reverse.

Turning to the rejection of clains 13 through 17 under 35
U S C 8§ 112, second paragraph, Appellant, on page 14 of the
brief, argues that apparatus clains 13 through 17 depend from
mul ti-step process clainms 8 through 12 and have proper |inking
claimformat. Appellant further adds that the base clains
satisfy the requirenents of 35 U S.C 8§ 112, second paragraph,
and therefore, clains 13 through 17 nust satisfy those sane
requirenents.

In response to Appellant’s argunents, the Exam ner, on
page 4 of the answer, points out that clains 13 through 17 are
unduly broad since all possible apparatuses that performthose
processes have to be considered. The Exam ner further adds
that one [skilled] in the art cannot determ ne all possible
appar atuses that performthe process as in Appellant’s clains
13 through 17.

Wth regard to claim 13, we note that it depends from
claim8 and properly recites an apparatus for the practice of

the process of claim8 W agree with Appellant that to
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determ ne the propriety of claim 13 under provisions of 35

US C 8§ 112, we nust first examne the base claim W note
that claim8 recites “[a] process ... using a code nmenory for
storing a plurality of code words” in the preanble, and “the
step: entering sinultaneously into the code nenory ...” in the

body of the claim

35 U S.C 8§ 112, paragraph 6 reads:

An elenent in a claimfor a conbination my be expressed
as a neans or step for performng a specified function
w thout the recital of structure, material, or acts in
support

t hereof, and such claimshall be construed to cover the
correspondi ng structure, material, or acts described in
the specification and equivalents thereof. [Enphasis
ours. |

Qur reviewing court in Rowe v. Dror, 112 F.3d 473, 478,
42 USPQ2d 1550, 1553, (Fed. Cr. 1997) has pointed out that
“[t]erm appearing only in the preanble of the claimis
affirmati ve structural limtation when the formof the claim
and the | anguage in the specification |[imts the clained
invention to that structure.” See In re Paul sen, 30 F.3d

1475, 1479, 31 USPQ2d 1671, 1674 (Fed. Cir. 1994) (exam ning
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"patent as a whole"); Vaupel Textil maschinen KG v. Meccanica
Euro Italia SPA, 944 F.2d 870, 880, 20 USPQd 1045, 1053 (Fed.
Cr. 1991) (looking to clains, specification, and draw ngs);
CGerber Garnent Tech., Inc. v. Lectra Sys., Inc., 916 F.2d 683,
689, 16 USPQRd 1436, 1441 (Fed. C0..ir. 1990) (noting that
preanbl e recitations provi ded antecedent basis for terns used
in body of claim.

After a review of the entire disclosure as a whole, we
find that “using a code nmenory for storing a plurality of code
words” is pointed out on pages 6 through 8 of the
specification as the first step in storing the sequenced
addresses of the code words.

We further find that the code nmenory in the preanble sets out
a relationship anong the addresses of the code words and the
“0" being stored initially at each nenory address.
Additionally, the claimrecites the step of “entering
sinmultaneously ... a code word for each of a plurality of
encodi ng | evel s.”

We find that independent base claim8 does recite
mul ti pl e process steps in a conbination claimformt and

satisfies the requirenents of 35 U S.C. § 112. W note that
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claims 9 through 12, which depend fromand further Iimt claim
8, also have a conbination claimfornat. Ther ef or e,

apparatus clains 13 through 17 do properly recite an apparatus
for performng the nultiple process steps of base clains 8

t hrough 12 respectively. Accordingly, we reverse the
rejection of clainms 13 through 17 under 35 U . S.C. § 112.

Wth regard to the rejection of clainms 1 through 4, 8,
and 9 under 35 U . S.C. §8 103 over MEntee, Appellant, on page
16 of the brief, argues that MEntee does not teach a neans
for sinmultaneously entering a code word at a plurality of
addresses for each of a plurality of encoding |evels.
Appel I ant, on page 19 of the brief, further points out that
McEntee’ s disclosure | acks any neans that is the sane as or
equi valent to Appellant’s structure of register arrays for
different encoding levels. Additionally, Appellant, on pages
20 through 22, outlines the structure corresponding to the
means for sinmultaneously entering of code words. Appell ant
adds that MEntee is nerely concerned with copying an object,
cell by cell, from*®ol dspace” to “newspace” w thout using
regi ster arrays for sinultaneous entry of any part of the

menory object at a plurality of addresses.
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In response to Appellant’s argunents, the Exam ner on
page 4 of the answer points out that the broad | anguage of
claims 1 and 8 nerely includes the nenory allocation schene of
McEnt ee except for the sinmultaneously entering of the code
words. The Exam ner further points out that Appellant did not
define the different encoding levels for entering data. To
nodi fy the teachings of McEntee, the Exam ner, on page 5 of
t he answer reasons that sinultaneously entering of data is
wel |l known and common in the art and increases speed.

As pointed out by our reviewi ng court, we nust first
determ ne the scope of the claim “[T]he nane of the gane is
the claim” 1In re Hniker Co., 150 F.3d 1362, 1369, 47 USPQd
1523, 1529 (Fed. Cir. 1998). dCains will be given their
br oadest reasonable interpretation consistent with the
specification, and limtation appearing in the specification
are not to be read into the clainms. In re Etter, 756 F.2d
852, 858, 225 USPQ 1, 5 (Fed. G r. 1985). Qur review ng court
further states in In re Donal dson, 16 F.3d 1189, 1193, 29
UsP2d 1845, 1848 (Fed. Cir. 1994) that “[t]he plain and
unanbi guous neani ng of paragraph six is that one construing

means- pl us-function | anguage in a claimnust |look to the
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specification and interpret that |anguage in |ight of the
correspondi ng structure, nmaterial, or acts described therein,
and equival ents thereof, to the extent that the specification
provi des such disclosure.”

Appel l ant, on pages 7 through 9 of the specification,
teaches three encoding | evels for each object word stored in
the nmenory using object space manager (OSM circuit 45.
Appel I ant, on pages 7 and 8 of the specification, defines the
addresses for each level as the particular bits of an object
menory address. Appellant, on pages 13 and 14 of the
specification, further discloses that the OSM i ncl udes
register arrays 7 and 9 for level-1, register arrays 13 and 15
for level-2, and register arrays 1 and 3 for |evel -3 encoding.
Appel I ant further teaches additional input/output register
array segnents and control circuitry for storing the code
wor ds.

After a review of the foregoing sections of the
di sclosure, we find that OSMcircuit 45 is the correspondi ng
structure for the “neans for entering sinultaneously into the
code nenory at a plurality of addresses” as recited in

Appellant’s claim1. W further find that register arrays 1,
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3, 7, 9, 13, 15 and the related input/output ports and
circuitry specifically provide for the sinultaneous entry of
the code words at a plurality of addresses for each distinct
encodi ng | evel .

The Exam ner has failed to set forth a prim facie case.
It is the burden of the Exam ner to establish why one having
ordinary skill in the art would have been led to the clained
i nvention by the express teachings or suggestions found in the
prior art, or by inplications contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. Gr. 1983). “Additionally, when determ ning
obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable ‘heart’ of the
invention.” Para-Ordnance Mg. v. SGS Inporters Int'l, Inc.,
73 F.3d 1085, 1087, 37 uUsP@d 1237, 1239 (Fed. Cr. 1995),
cert. denied, 519 U S. 822 (1996) citing WL. CGore & Assoc.,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309
(Fed. Cir. 1983), cert. denied, 469 U S. 851 (1984).

We are not inclined to dispense with proof by evidence
when the proposition at issue is not supported by a teaching

in a prior art reference or shown to be conmmon know edge of

10
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unquesti onabl e denonstration. Qur review ng court requires

this evidence in order to establish a prima facie case. In re
Pi asecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 787-88 (Fed.
Cir. 1984); In re Knapp-Mnarch Co., 296 F.2d 230, 232, 132
USPQ 6, 8 (CCPA 1961); In re Cofer, 354 F.2d 664, 668, 148
USPQ 268, 271-72 (CCPA 1966). Furthernore, our review ng
court states in Piasecki, 745 F.2d at 1472, 223 USPQ at 788
(Fed. Cr. 1984) the follow ng:

The Suprene Court in Gahamv. John Deere Co., 383

U S 1, 148 USPQ 459 (1966), focused on the

procedural and evidentiary processes in reaching a

concl usi on under section 103. As adapted to ex

parte procedure, Grahamis interpreted as continuing

to place the "burden of proof on the Patent O fice

which requires it to produce the factual basis for

its rejection of an application under section 102

and 103" [citing In re Warner, 379 F.2d 1011, 1016,

154 USPQ 173, 177 (CCPA 1967)].

After a review of the teachings of McEntee, we fail to
find that the “nmeans for entering sinultaneously into the code
menory at a plurality of addresses,” as recited in Appellant’s
claiml, is the sanme as the copying and updating the pointers
to the objects of McEntee or an “equivalent” thereof. W

di sagree with the Exam ner that the nenory allocation system

of McEntee either inherently or obviously provides

11
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si mul t aneous storing of code words for different encoding
| evels. MEntee, in col. 4, lines 13 through 27 and claim 1,
teaches a nethod and an apparatus for cell by cell copying of
the active nmenory objects into a new nenory area and updati ng
the pointers to that object. However, we fail to find any
teachings in MEntee that shows or |eads us to Appellant’s
cl ai med neans and nethod for storing the code words for a
plurality of encoding levels or their equival ent.
Additionally, MEntee nerely transfers the objects by exact
copying of each cell but is conpletely silent with regard to
t he neans and the nmethod for sinultaneous storing of a
specified code word through a range of registers at a
plurality of addresses for different encoding |evels.
Therefore, the limtation of “neans for entering
simul taneously into the code nmenory at a plurality of
addresses a code word for each of a plurality of encoding
levels,” as recited in Appellant’s claim1, is absent in
McEntee’ s disclosure. W note that the other independent
claim8 recites a process for sinultaneous entering of code

words simlar to claiml1l. Accordingly, we reverse the

12
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rejection of clains 1 through 4, 8 and 9 under 35 U S.C. 8§

103 over MEnt ee.

In view of the forgoing, the decision of the Exam ner
rejecting clains 13 through 17 under 35 U. S.C. § 112 and

rejecting clains 1 through 4, 8 and 9 under 35 U S.C. § 103 is

rever sed
REVERSED
JAVMES D. THOVAS )
Adm ni strative Patent Judge )
)
)
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) BOARD OF PATENT
ERROL A. KRASS )
Adm ni strative Patent Judge APPEALS AND

M CHAEL R FLEM NG

)
)
) | NTERFERENCES
)
)
Adm ni strative Patent Judge )

VRF/ nmds: pgg

Robert E. Malm

16624 Pequeno Pl ace

Paci fic Palisades, CA 90272

14



